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REMARKS 

We note with appreciation the Examiner's withdi|awal of the previous objection 
Specification. 



to the 



The Status of the Application. 

The current status of the claims is: 
Claims 1-7, 17-22 stand rejected under 35 USC lO; 

Claims 1-2, 5-6, 8, 11-15, 17, 19-21, 23, and 26-2)8 stand rejected under 35 USC i02(b) 
over the Hof&nan reference. 

Claims 3-5, 9-10, 16, 18, 24-25, sixd 29 stand rejected under 35 USC 103(a) ovp the 
HofiCman reference. 

The Rejection under 35 USC 101. 

The Examiner has rqected Claims 1-7 and 17-22Lder 35 USC 101. We respitfully 
traverse this rejection and submit that the solicited clain^s are. in feet, statutory subject Latter 
within the purview of 35 USC 101. 

The Examiner's rejection is based upon the contesnt on that the claimed invention do es not 
satisfy any of a number of criteria set forth by the Examiner, and that ihe claims therefore lite a 
non-stamtoiy process. We respectfully submit, however, t^at the claimed invention satisfileach 
and every one of the Examiner's requirements, as further ^plained below. 

The Examiner first cites a list of items that are coJisidered statutorily protectable ^bject 
matter, and contends that the claimed invention is not any ( 
note that an invention ddes not need to satisfy this list 
Applicant's invention, as originaUy claimed and now 
facilitating a business transaction as recited on the Examinir's Ust 

Independent Claims 1 and 17 are "a method of el|ctronically reallocating a portiok of a 
transaction amount in a transaction hetweep a user . v>.w„,» ^hi^h is very cllrly a 
method for faciUtating a business transaction as required bj. the Examiner. Moreover, the incited 
steps clearly provide a method for facilitating this transfer. 



of these items. While we respeitfully 
in order to satisfy 35 USC lOtt. the 
amended, is, in fact, a proceis for 
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Next, the Examiner's contends that the claimed nethod must coirespond to a s)ecific 
machine or manufacnire disclosed within the instant Specification so as not to encompls any 
other manner of perfonning the underlying process. We respectfiiUy note that this is more 
appropriately an issue of the breath of the claims (as w4 previously addressed in the reiponse 
filed November 19, 2002) and not whether the clainjed method is statutorily pitJtectable. 
Nevertheless, the claimed invention satisfies this requirejneni also, as discussed in morj detail 
below. 1 

Claims 1 and 17 expressly recite a method of el ectronically (i.e., using an eleltronic 
system) transfening a portion reallocated from the transaition amount, which method exjressly 
contains the steps of maintaining the recited accounts and jelectronicallv distiibuting/recciLg at 
least a portion reaUocated from the transaction amount to/in the recited accounts, lis is 
expressly provided for in the solicited claims and must be Considered in their review. 1 

Tliis clearly corresponds to at least the specific Jnachines (e.g. computer netwoi) set 
forth in the Specification, which the Examiner has acknowledged are within the technoLcal 
arts. The fact that invention is not limited to those specific embodiments does not male the 
subj ect matter non-statutoiy. 1 

As noted in the last response filed on April 9, 2003, the Patent Office's own guideies on 
the protectability of "business methods'^ makes it clear that a method does not havelo be 
perfonned within a specific machine or manufacture in ordtr to satisfy 35 USC 101 (althou^ the 
claimed invention Can), We respectfiilly note that these jguidelines set forth the Office] own 
understanding of what satisfies Section 101 and are to be fallowed by Examiners, | 

Slide 17 of these training materials reminds Examiiiers that: ! 



if some or all of the steps 



"A method or process remains statutory even 
therein can be carried out: 

in the human mind I 

with the aid of the human mind, or { 

to thJ'T'" ^'^f '"'"''"'^ perfc^rming the method or process 

Tm? ^^sgruv,, 431 F.2d 882, 893; |l67 USPQ 280, 289 (CCPA 



Thus, even if the solicited claims did not utilize 
Section lOl. Moreover, slide 16 of the training materials 



any machine they still may ^atisfy 
reminds Examiners that: 



1 
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"Applicant may assert more than one practical 
necessary to satisfy the utility requirement 

added. 
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application, but only one is 
unjler 35 U.S.C. lOL" Emphasis 



Thus, we respectfully submit that the solicited claims satisfy even the Examiner's Second 
requirement, since the claims expressly correspond to at least the specific machines set forth in 
the Specification. 

The Examiner's next objection is that the claimed [invention does not satisfy 35 USC 101 
based upon the contention that it does not include a post-computer process activity or pre- 



is perfbnned, and consequen 



ly no 



computer process activity; no physical transformation 
practical application in iht technological arts is found. 

While we first respectfully note that this is not a proper test as to whether a claimed 
process satisfies 35 USC 101, the sohcited claims nevertieless satisfy even this requiremsnt by 
the Examiner. 

The solicted claims provide for electronicaliv receiving at least a portion reall seated 
fi-om the bransaction amount fi-om the vendor to the user account. This includes the computer 
processing activity described in the Specification and is aj"physical transformation" as th£ t term 
appears to be used by the Examiner. 

It is also at least one practical apphcation, in thst electronically moving funds from a 
transaction fi-om one location to another for placement into an investment using a computer 
network or any other electronic mechanism is clearly a pr ictical ^plication. And, as the Patent 
Office training materials remind Examiners, this one practical application is enough to satisfy 35 
USC 101, even if the claims are not limited thereto. | 

The Examiner has contended that electronically moving fimds in the manner claimed is 
not a practical application. First, we respectfully note that the Examiner's interpretation of 
Supreme Court's decision in Diamond, v. Piehr is cjontraiy to the Patent Office's own 
interpretation of that case, which follows the current state! of the law and which the Examiner is 
obligated to follow. This is clear firom the Patent C^ce training materials on 'iDisiness 
methods." \ 

In those training materials, the Patent Office correctly notes that the Court in Diamond v. 



Diehr established that abstract ideas themselves are not patentable. (See slide 5). Howev< ir, the 



AUG. 4. 2003 1 1:25AM 



PIPERJI^ONICK LLP 



D.289 P. 16 



J 



training materials go on to clarify that when an abstract idea is reduced to a practical application. 

i 

the abstract idea no longer stands alone if. .. | 

^^..the practical application of the abstract idsa produces a usefal. concrete and 
tangible result This then satisfies the requirements of 35 U.S.C. 101. In re Alakpat, 
31 USPQ 2d 1545, 1558 (Fed, Cir. 1994); State Street Bank & Trust Co. v. SigJatare 
Financial Group. Inc., 47 USPQ2d 1596, 1601"C|2 (Fed. Cir. 1998),« See slides|8 and 

9. Emphasis added. | 

t 
t 

On the issue of usefulness, the training materials note that Diamond v. Diehr requires that 
the Examiner look at the claimed invention as a whole anli compare any asserted utility w th the 
claimed invention to detennine whether the asserted utihtyj is accomplished. Applying utilit y case 
law the Examiner will note that: 

(a) the utility need not be expressly recited in the claims, rather it maybe inferred; 

(b) if the utility is not asserted in the written description, then it must be well establi^ed; 

(c) a specific, substantial and credible utility must t^e accomplished. (See slide 19). 
The claimed invention clearly satisfies these criteria. The solicited claims exjilressly 



recite that they enable the electronic distribution and the I placement of at least a portion 



3f the 



transaction amount in the user account into an investment Vehicle (such as by using the des nihed 
computer network). This is certainly a specific, substarjtial, and credible utility in the aatent 
sense of usefulness. 

By way of example, "[T]ransformation of data, representing discrete dollar amount^, by a 
machine through a series of mathematical calculations into a final share price, constitites a 
practical application of a mathematical algorithm, fonnula, or calculation, because it prod; ices 'a 
useful, concrete and tangible result' - a final share pricej momentarily fixed for recordit g and 
reporting purposes and even accepted and relied upon by regulatory authorities and in subsequent 

trades." See MPEP 2106; State Street 149 F.Sd at 1373, 47 USPQ2d at 1601. 

i 

On the issue of concreteness, the training materials! note that ^s question arises wLen an 
invention as disclosed is non-enabling and cannot l>perate as intended without indue 
experimentation. (See slide 20). This is clearly not the case here, as the Specification prov ides a 
detailed discussion as to at least one embodiment of the oppration of the claimed invention pver a 



10 
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computer network and thus clearly enables one of ordinary skill in the ait how to accomplish the 
claimed electronic transfer of funds. 

Lastly, on whether the result is tangible, the trainin i materials note that an Examine|' must 
determine whether there is more than simply a mathenatical construct claimed, such as a 
disembodied data structure and method of making it. By way of example, the training materials 
note that even non-technical method steps, such as implementing the steps of a brainstorming 
session, are a tangible result if the the result is otherwise ireful and concrete (as is the cass with 
the claimed invention). {Seeshde26). 

Thus, while the training materials note that incorporating the use of a specific ms chine, 
such as a computer system, to perform part of the process would provide a tangible result. 
Section 101 does not require it. (See slide 21). 'I 

Nevertheless, the claimed invention satisfies even this requirement in that the cl aimed 
method requires a portion of the transaction amount io| be transferred electronically . This 
requires the use of a specific machine - an electronic sjjstem, such as the disclosed cor iputer 
network - in order to accomplish the claimed method, whijih is a tangible result. 

While this is evident from the claims as originally [presented. Claims I and 17 havi; been 
revised to clarify that an electronic system, which is tangillle and thus produces a tangible result, 
may be used to electronically transfer the portion of the transaction amount. No narrowing 
amendments have been made and no new matter has been idded. 

Because we have demonstrated that the solicited claims meet each and every requii^ent 
asserted by the Examiner in order to qualify as protectable 
that the rejection under 35 USC 101 be withdrawn. 

The Rejection under 35 USC 102(b). 

Turning now to the merits of the case, we again 
claims are not anticipated by the Hof&nan (U.S. Patent 



subject matter, we respectfully request 



respectfuDy submit that the so! icited 
No. 5,297,026) reference. HoB6nan 
discloses a system for promoting accounting activity and providing a higji rate of return for funds 
invested by the customer. Hoffinan specifically requires tjiat the funds to be invested are libove 
and beyond (i.e., are separate fi:om) the funds paid by tke customer for a given purchi se or 
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• I 

; Figurl 1 



and Col. 5, lines 42-54; Fi^ 



transaction (Col. 2, lines 3-12; Co. 4, lines 30-54; 
Figure 3), 

This is not the claimed invention. 

In the system disclosed in Hoffinan, the offering eatity documents the purchase made by 
the customer and allows the customer to also to remit a p^centage of the total amount sep^ately 
paid for the purchase to be placed in an investment accouiit. This is noted in Col. 4^ lines 
which are relied upon by the Examiner: 

Pf 



L-54, 



'Thus, if the customer has purchased SIOOO 
department store . „. the customer may invest $10& 



goods and services from a 
with the offering entity . , If 
the customer pays the entire bill for purchases, $1100 may be remitted , with 
instructions (preferably on a provided forai) thai $100 is to be placed in the 
investment account for the customer." Emphasis added. 



Hoffinan quite clearly requires that the customer submit an amount above and beyond the 
transaction amount, and it is this amount that is placed in the investment account. In m 
every single example disclosed in Hofftnan, the customer submits an investment amount that is 
separate from the transaction amount(s). See Figures 1-3 apd associated text. 

In sharp contrast, in the claimed invention a portion reallocated from the transaction 
amount is electronically transferred to the investment account. While this was clear fr<|n the 
claims as originally filed, the claims how now been amended to clarify this. These amendements 
have been made to clarify the meaning of the original lainguage "a portion of said trans iction 
amount" to the Examiner. No narrowing amendments halve been made and no new matter has 
been added. 

As is clear from the Specification as originallyi filed, reallocating a portion if the 
transaction amount in the manner of the claimed invention is entirely different from seps rately 
providing an investment amoxmt above and beyond the transaction amount as in Hoffeaan. 

For example, as clearly stated in Hoffinan, in €ivery example shown, the user must 
provide an amount (e.g., $1,100) that is more than the transaction amount (e.g., $1,000), ar d it is 
this extra, separate remittance that is transferred to the invjestment account. In sharp contrast, in 
the claimed invention, the investment amount is reallocated from the transaction amounf An 
example of this is described beginning on page 8 of the Specification: 
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'XJser 1 wishes to purchase item 7 from >/'endor 5 .... The sale price of 
Item 7, for pmposes of this example is arbitrarily sit to S20 . 

Vendor Processor 6 then contacts Money Transfer Systems 12 and 15 at 
User Institution 8 and Vendor Institution 9, respect ively .... 

Under a pre-existing arrangement with Trust Institution 10, Vendor 5 has 
agreed to allocate a portion of the sale price of iten^ 7 - in this example arbitrarily 
set to $1 - to User Account 20 under the care of Ti^t Institution 10. . .. 

Money Transfer System 12 forwards the request for a S20 transfer of funds 
from User Instimtion 8 to Transaction Processing Unit 14. Transaction 
Processing Unit 14 processes the transaction, elecOjOnically withdrawing the funds 

Thereafter, Transaction Processing Unit u] sends the entire $20 sale price 
to Vendor Institution 9. Transaction Processing Unit 17 may credit Vendor 
Account 18 for the full S20. and thereafter debit $1 for deposit in trust User 
Account 20 by the means previously described. C)r, Transaction Processing Unit 
17 may only credit $19 of the S20 to Vendor Account 18, and forward the 
remaining SI to Trust Institution 10. 



Alternatively, Transaction Processing 



UiJit 



14 sends S19 of the $20 




through Money Transfer System 12 to Vendor Institution 9, and sends $1 of the 
$20 to Trust Institution 10 via Money Transfer Sjjstem 22 .... This $1 deposit is 
credited to trust User Account 20. The remaining $19 is credited to Vendor 
Account 1 8 by Transaction Processing Unit 17 in \['endor Institution 9." Emphasis 
added. i 



Thus, in the example of the invention shown, a portion of the transaction amount (! 
reallocated to the investment account, and the user does not remit any additional funds, 
the separate amount provided by the customer in Hoffina^ is capped as a percentage of thfe 
amount of the purchase it is still a separate remittance a ad is not a portion of the trans Ltion 
amount, as in the claimed invention. 

The Examiner looks to Figure 3 of Hoffinan. However, we respectfully note that Figure 3 
of Hoffman also requires a separate remittance for investment, and does not disclose translsrring 
(or reallocating) a portion of the transaction amount, as in the claimed invention. 

As shown in Figure 3 of Hoffinan and described in the accompanying text, the ojfering 
entity 60 (the vendor) issues a statement to customer 14 ( he user) that identifies the transaction 
amount(s) to be paid and the cap on an additional invesmient amount that may be paid. Thp user 
then remits a portion of the transaction amount(s), along with any additional investment amount. 
It is this additional investment amount (and not the portioja of the transaction amount(s)) iha 
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investment vehicle). In fact, in Col. 7, 



invested by the vendor in institutional investment 76 (the 
lines 42-45, Hoffinan specifically states that "...The cusjtotner can be invited to send alsingle 
check, with designation of what portion is to make payment of or on the balance due, ana what 
portion is to be applied as investment funds. . 

Thus, not only does Hoffinan not disclose the claiiied invention, it actually teaches! away 
from it. I 

Unlike Hof&nan, the claimed invention provides a significant advantage in that thjle user 
does not have to provide any additional investment fiinds (as required by Hofftnan). | This 
advantage is aptly stated on page 10 of the instant Specification: 



'"By making the re-allocation of a portion of the transaction price come directly 
from the vendor's sale price, the transaction is invisible to User 1, and does not 
require him/her to fund User Account 20 in Trusjt Institution 10. Instead, User 
Account 20 is funded by Vendor 5. Vendor 5 in tuin receives direct benefits from 
this arrangement through its tremendous marketing appeal, which provides a 
significant incentive for User 1 to shop with theni Also, Vendor 5 may receive 
tax incentives as well. User 1 is provided the si^ficant advantage that he/she 
can now have investment funds working for him/h|er - without the need to invest 
his/her own funds " | 



Because the claimed transfer of a portion of the transaction (as set forth in the oiiiginal 

i 

claims and in the claims as now amended) is nowhere 4isclosed in Hof&nan, we respectfully 
request that the rejection under 35 USC 102(b) be withdra^^. 



claims are also clearly patentable over 



The Rejection under 35 USC 103(a). 

We respectfully submit that the remaining solicited 
the Hof&nan reference. 

It is well established that in order to maintain a rejection under 35 U.S.C. 103, therej must 
be some motivation in the reference to suggest the qiodification. See MPEP 2143 As 
expressly stated by the Court of Appeals for the Federal Cjrcuit in fare Mills. 16 USPQ2c 1430 
(Fed. Cir. 1990): 

"Although a prior art device *may be capable 6f being modified to run the 
way [the patent applicant's] apparatus is claimed, there must be a suggestion 
or motivation in the reference to do so." Id. 
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The teaching or suggestion to make the claimed modification and the reasmable 
expectation of success m\2st both be found in the prior irt, not in Applicants disclosure. See 
MPEP 2143; InreVaeck. 947 F.2d 488, 20 USPQ2d 1438! { 



Hof&nan nowhere teaches or suggests modifying his system along the lines of the ch 
invention to reallocate a portion of the traosaction amouilt, nor provides any motivation for one 
of ordinary skill in the art to do so. This is ftuther evident! from the fact that the system diJclosed 



(Fed Cir. 1991). 



aimed 



the claimed invention, 
more purchases over a given period of 
5 customer may aftei^-ards contribute 



in Hoffinan operates in a completely different maimer thai 
For example, Hof&nan provides a review of one "or 
time, and it then calculates a percentage up to which th 
separately to an investment account. In sharp contrast, in'jthe claimed invention, a portionpf the 
transaction amount may be electronically distributed to thJ trust accoimt / investment vehicle; the 
customer does not have to transfer additional funds. | 

This allows the system of the claimed invention o operate, for example, invisibly at a 
retail level. A user may use their credit card at a gas station or store, for example, and a p ortion 
of the transaction amount may be automatically transfenrea to the investment vehicle. This is not 
possible with the system disclosed in HofBnan and is nowhere suggested therein. 

The Hof&nan system Operates in a completely different manner than the invention as 
specificaUy recited in the solicited claims. Absent some iLaching or suggestion in Hofi&n m for 
modifying the Hof&nan system to transfer a portion of the transaction amount, as recited in the 
solicited claims, a rejection under 35 USC 103(a) cannol stand. Accordingly, we respecitfully 
request that the rejection under 35 USC 103(a) also be withdrawn. 

For the reasons set forth above, we respectfully sujjmit that the solicited claims ar s now 
in proper condition for prompt allowance, which action is r]espectfully requested, 

lly sub: 




Frank K. Cona 
Reg. No. 38*, 412 
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